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REMAR KS 

Claims 11,15, 16 and 19 have bcenrejected under 35 U S C S iowm , „ „, 
bang anticipaied by U.S Re^ Patent N „ ^ 32 4 J J § K ^ 

Of course, a rejection based on 35 tj « r s im * • , 
,,- ■ , , bC § 102 re q^res that the cited reference 

.. . 1019 (Fed. Cir.. 1994); Zen^W , 

1007 (l 988); Vtrdegaal Bros., Inc. v. Union Oil Co., 814 F.2d 628, 631, 2 USPQ 2D 
: 1051 : . 1053 ^ edC ^ C ^ ^ , 484 U : S. 827 (1987), ^Federal Circuit ha, 
mandated that 35 U.S.C. §102 requires no" leS s than "complete anticipation 
[alternation requires the presence in a single prior art disclosure of all elements of a 
Claim6d mVenti0to ^ed as in the claim." Connell v. Sears, Roebuck & Co 772 F 2d 
I542 '. , 1548 ' 220 U S P Q- 193 > 198 CF«L Cir. 1 983); See also. Ele«ro Medical Sys**, . 
32 U : S : P Q : 2d * m K V ^al Bros., 814 F,2dat 631. Here,, the Examiner has' 
felled to establish a prima facie case of anticipation because Kistner does not teach or 
suggest all of me limitations of pending claims 11 -27. 

Applicant respectfully submits that only me claimed invention teaches or suggests ' 
a -plant cultivating substrafe and a method of numufacturing same by reacting polyol with " 
a water-retentive filling material, water and methane prepolymer to form the claimed 
plant cultivating substrate: That is, the claimed invention adds polyol to the water- 
Mfci ^ V l e fi U«ig material, water and urethane prepolymer to provide the claimed plant . 
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ApptcatioB No. 10/5)61,622 

»de lto cedwa ter ab S o I pav^, asrequil6dillpmdingckimsll27 ^ 

,2:i7" * — Contrary to «mE« 

Z^T , ? ° r «*. a water.retendve ^ 

~, water and urefcane prepolymer t0 M fc ^ 

TT 2 --^pending claims u . 27 . 
37-42 « K^, cited by Examfaer ^ or 

effort convey or suggest to knowledge, to fall vicdrn of the insidious effect of 
hoKtagnt syndrome, wherein to wh,ch only the inventor fcught » ^ agaiBst fc 

^ ^* (/ore & Assoc. v. Cartock, Inc , 721 F.2d 1540, 1553 (Fed Cir 1983) 

Theprtnr m«td be judged based on a full and fair consideration of what to art teaches' 
norbyusingApplicant-sinvennonasablueprintforga^ 

«° "conatrnc, Applicant's invendon. He Examiner cannot 
sunply contradict and/or modify me dear teaching of me reference to render ^ claims 
unpatentable As noted herein, Kismer merely describes reacting polycol with 
polysocyanate to make urethane prepolymer, one of the component; of me claimed plant 
cultivating substrate. 

Moreover/ appUcait respectfully notes that the Examiner's position untenable in 
llgfat FederaI Circuit deci ^n: "Because the hallmark of anticipation is prior 

invention, the prior art reference - in order to anticipate under 35 U.S.C. § 102 - must . 

: DOt 0tdy discl0S6 . aU elcment5 of ^ claim withm the four corners of the document, but 

must also disclose those elements 'arranged as in the claim.'" Net MoneyW, Inc. y, 
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Application No. 10/561,622 

. . . '.. /..I^No.:NV-Kn-404«S 

K^Iy to Office Action ofDecember 2, 2009 

' ^^tsgn; Inc., 545 V. 3d 1359 (Ted. Cir ?nns\ a ' 

*T f ™ ^ e — mailable ,o one ^ sIdU * ^ ^ 
-** the reference or to co^e reference teaching Second, there ^ 
!a *r ta *~ finally, the prior art reference (or references when 

make the claimed combination and the reasonable expectation of success must be found 
m the pnor art, and not based on Appellant's disclosure. In re Vaeck, 947 F 2d 488 20 
U.S*:Q;2d-1438 (Fed. Or. 1991); M.P.E.P. 2143. 

~"'" AS ™ mhe ™> Ashler is not suggestive of reacting polyol with a water-retentive 
fillmg material, water, urethane prepolymer to provide the claimed plant cultivating 
substrate with reduced hardness, improved shape rententivity or restorability and 
enhanced water absorptivity, as required in clauns 1 1-27. Therefore, the Examiner has 
failed to establish a prima facie case of anticipation or obviousness because Kistner fails 
to teach or suggest all the limitations of claims 11-27. Accordingly, applicant 
respectfully requests these rejections be withdrawn. 

■ Further, as admitted by the Examiner, Kistner fails to teach or suggest that the 
water-retentive filling material under dry conditions is from 15 to 60 wt.% of the plant 
cultivating substrate, as required in claims 12 and 21-27. In feet, col. 6, lines 25-33 in 
Kistner, cited by the Examiner, merely describes that the amount of prepolymer will be in 
range of about 1 to 40 weight percent, and preferably 3 to 20 weight percent of the 
aggregate material. Additionally, it is apparent from Example 3 in Kistner that the 
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***" WttmR PBU *« med,Um does "* involve polvol as tested h „, 

%aj4 bTfh , • , , ™ Mr> acetone to »» ^ POttmg medium. 

, . ,. ter re,ennve filta S added/(amount of water-tttemive filling 

wetgh, A Hence, the amount of urethane prepolymer relanve to me water-remnave 

under me condtttons detetminrf in Kismer, which .ends «„ inc^e me ratio of me water- 

* 1,C " aUfaMM . CM,fatoed - — -V • *e Examiner's assertion, 

Ktsmer cannot adjust themfio of me water-mtennve fiffing material to 15 to 60 weigh, % 
as requned in pending claims 12 and 21-27. The Examtner. cannot simply contradict 

andyormodifymedearteachingofthereferencem^dermeclaimunp.tenubte The 
Examiner cannot simplyWadict and/or modify the clear teaching of the reference to 
render the claims unpatentable. 

Furthermore, as noted herein, since Kismer does not teach adding polycol to the 
mixture to make the claimed plant cultivating substrate , me claimed plant cultivating 
SUbSlrate re ^ ed ^oved shape; rententiyity or restorability and 

enhanced water absorptivity, it follows that Kismer does not teach or suggest that polyol 
is-presenf in an amount 0.1 to 300 weight parts relative to 100 weight part of the ^atarfT 
retentive fimg mater under dry cohdition^ as required in claim 14. As noted herein, col. 
6, lines 27-30 in Kismer, cited by the Examiner, merely describes that the amount of 
prepolymer will be in range of about 1 to 40 weight percent, and preferably 3 to 20 
weight percent of the aggregate material. The Examiner cannot simply contradict and/or 
momfy ~ ffie ^ear teaching of the reference to render the claims unpatentable. The 
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-A^l^anNo:ia/56i;<522 
■■■ ■ Amendment dated April 1 } 2009 



2009 



RECEIVED 

CENTRAL FAX CENTER 

• APR 0 1 2009 



• Exammer cannot simply contradict and/or modify 
rader the^ 



the clear , teaching, of the reference 



to 



allowance. 



is m condition for 



^ 3 " y Wapaw,eti ' to °«r Deposit Account No. 5M624, under. Order No NY 
Dated: April 1,2009 



Respectfully submitted, 




Attachments: Petition for Extension 
PTO FORM 2038 



Registration No.: 40,657 

FTJLBRIGHT& JAWORSKI LX.P. 

666 Fifth Ayenue 

New York, New York 10103 

(212)318-3000 

(212) 318-3400 (Fax) 

Attorney for Applicant 
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